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Examination is continued under 37 CFR 1 . 114. 

Claims 3 1-34 are rejected under 35 U.S.C. 112, first and second paragraphs. The "increases 
the effective capacitance of the photodiode" is misdescriptive. See Figures lA, IB; specification, 
pages 2-3 . An increased capacitance is parallel to the capacitance of a photodiode PN junction 
(Figure IB), which is formed of an N type region in a P type substrate (Figure 1 A). The scope of 
"effective capacitance" relative to "capacitance" is unclear. The claims are considered insofar as a 
possible scope is understandable. 

The "interferential^ filtered" (claim 1) and "wherein . . " clauses (claims 12, 17, 27) are.taken 
as a possible desired result, or inherent, of the structure otherwise claimed, rather than an additional 
structural liniitation. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
oraforeign country, before the invention thereofby the applicant for a patent. ' 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent .in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on an international application by another who has fulfilled 
the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title, before the invention thereof by the 
applicant for patent. ^ 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: . 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-6, 8, 12-15, 17 and 28-33 are rejected under 35 U.S^. 103 as unpatentable over 
Koike et al. See Figure 2, column 4, lines 4-7, 46-52. Since Koike et al (column 4, lines 4-7, 46-52) 
teach to have conductive films fixed to a predetermined voltage which may be ground potential, it 
would have been obvious to have the substrate 1 at ground potential and the conductive film 
electrodes 13 (Figure 2) either connected to the substrate 1 or via a fixed potential (claim 2). The 
"interference filter" insofar as claimed reads on "silicon oxide" layer 12R, 12G, 12B and "polysilicdn" 
layer 13; the "regions" read on photodiode regions 5R, 5G, 5B. the claims remain broad in scope. 
The different thickness of insulating layers (claims 28-30) in Figure 2C of this application are shown 
by the different thickness of insulating layers in Figure 2 of Koike et al. The "first", "second" and 
"third" subportions of the "one insulating layer" (claims 28, 29) read on inherent subportions of 
insulating layers in Figure 2 of Koike et al. 

Claims 12, 13, 17, 32 and 33 are rejected under 35 U.S.C. 102 as unpatentable as shown by 
Nagasaki et al. See Figures 1, 3. A "region" (claims 12, 17) reads on region 2; the "interference 
fiher" insofar as claimed reads on "insulating" layer 4 . and "conductive" layer 9 or 21. The claims 
remain broad in scope. . 

Claims 27 and 34 are rejected under 3 5 U. S.G. 103 as unpatentable over Koike et al, as in the 
above rejection, considered together v^th Merrill '744. It would have been obvious to have 



Serial Number: 09/361,700 • . Page 4 

Art' Unit: 2811 ■ ' 

photodiodes as in Koike et al (Figure 2), in a well region as suggested! by Merrill (Figure 7) with a 
"base substrate" similar to region 50 of Merrill, in order to provide isolation for the photodiodes. 

Claims 1 1 and 18 are rejected under 35 U.S.C 103 as unpatentable over Koike et al, as in the 
above rejection of claim 17, further considered together with Nagano. For a connection of an 
electrode as in Koike et al (Figure 2) to a substrate, it would have been obvious to use, a "heavily" 
doped region, as in Nagano (Figure 3, region 5a), in order to provide a low resistance ohmic contact 
region for the connection. 

Claim 1 8 is rejected under 35 U. S.C. 1 03 as unpatentable over Nagasaki et al, as in the above 
rejection of claim 17, considered together with Nagano, applied as in the above rejection. • . 

Claims 12, 17, 18, 27 and 32-34 are rejected under 35 U.S.C: 102 as unpatentable as shown 
by Motojima et al. See Figure 5. The "interference filter" insofar as claimed reads on "insulating" 
layer 62 and "conductive" layer 4. . The "conductive portion" includes wiring 5a. The. "capacitance" 
(claims 32-34) is inherent of the structure claimed in claims 12, 17 and 27. 

Claims 7, 9, 10 and 16 are rejected under 35 U.S.C. 103 as unpatentable over Koike et al, as 
in the above rejection of claims 1, 8 and 15, fijrther. considered together with Motojima et al. It 
would have been obvious to use a silicon nitride layer, as in Motojima et al (Figure 5, layer 8; column 
3), over electrodes 13 of Koike et al (Figure 2) in order to provide passivation. 
The references are all of record. 
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The arguments in the remarks which accompany the amendment, filed 10 March 2004 and 
now entered, have been considered but are not wholly persuasive. Contrary to the remarks (pages 7- 
14), during patent examination, it is W proper to read limitations appearing in the specification (page 
3, lines 29-3 1) into a claim when these limitations are not recited in the claim. The claimed structure 
of the "interference filter" stilldoes not distinguish over the same structure in Koike et al, Nagasaki et 
al and Motojima et al, which all disclose the claimed "conductive" layer over an "insulating" layer. 
Applicant's "difficulty lies in the breadth of the claims." In re Sovish, 226 USPQ 771, 774 (Fed. Cir. 
1985). The scope of claims 1, 12, 17 and 27 are not commensurate with the arguments about 
thickness of materials of an interference filter in the remarks (pages' 8-13).* 

No claim is allowed. " ' 
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